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1. The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or 
a foreign country or in public use or on sale in this country, more than one 
year prior to the date of application for patent in the United States. 

2. Claims 1, 2, 8 and 10-12 are rejected under 35 
U.S.C. 102(b) as being anticipated by Japanese Pub. No. 10- 
000626 (previously made of record; hereinafter MP *626") . Note 
the English abstract and computer translation previously made of 
record. 

JP '626 discloses a method for molding a disc substrate and 
molding machine equipped with a disc mold for performing the 
method. The mold comprises a first support member and a first 
disc-shaped member (5) attached to the first support member (see 
Fig. 2) . A second support member is provided, with a second 
di sc- shaped member attached to the second support member (see 
Fig. 1) . The second disc-shaped member faces the first disc- 
shaped member to form a cavity space in cooperation with the 
first disc-shaped member when the disc-molding mold is clamped 
(see for example, translation f 3 and Fig. 1) . 

JP '626 further provides a medium flow passage (12) for 
temperature control formed in each of the first and second disc- 



Application/Control Number: 10/517,140 Page 3 

Art Unit: 1722 

shaped members (see Fig. 1) . A stamper (4) is removably 
attached to the first disc-shaped member (Fig. 1) . 

JP '62 6 notes that a heat insulator (13) is provided on the 
first disc-shaped member (Fig. 2) . The heat insulator includes 
sections running from the center to the outer portion of the 
mold, including sections in the vicinity of the outer peripheral 
edge (see Fig. 2) . The heat insulator is thicker in the 
vicinity of the outer peripheral edge of the first disc-shaped 
member. As a result of the inclusion of the heat insulator 
between the cavity and the medium flow passage on the first 
disc-shaped member, the cooling capacity of the medium flow 
passage in the first disc shaped member is inherently lower than 
the cooling capacity of the medium flow passage of the non- 
stamper side disc-shaped member. 

JP x 626 still further discloses the medium cooling passage 
on both disc-shaped members to include portions at a greater 
depth than other portions (see Fig. 1) . As the heat insulating 
member extends from throughout the length of the mold, the 
medium flow passage in the second disc-shaped member has a 
greater depth in the vicinity of the heat insulating member as 
compared with other section of the medium flow passage. 

Claim 10 recites a "molded product molded by the use of the 
disc-molding mold according to claim 1." Written as such, this 
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claim is in product by process form. The determination of 
patentability in product by process claims is based on the 
product itself. The patentability of a product does not depend 
on its method of production. In re Thorpe , 777 F.2d 695, 698, 
227 USPQ 964, 966 (Fed. Cir. 1985); In re Brown , 459 F.2d 531, 
535, 173 USPQ 685, 688 (CCPA 1972); In re Pilkington , 411 F.2d 
1345, 1348, 162 USPQ 145, 147 (CCPA 1969); MPEP § 2113. Thus, 
in the instant case, claim 10 merely defines a disc-shaped 
molded product. JP '626 in disclosing a disc-molding machine 
and method of using such, inherently discloses a disc-shaped 
molded product as well. 

3. Claim 10 is rejected under 35 U.S.C. 102(b) as being 
anticipated by Sandstrom et al . (U.S. Pat. App. Pub. No. 
2002/0058084; previously of record) . 

As noted above in the rejection in view of JP % 626, claim 
10 is a product by process that merely define a disc-shaped 
molded product. Sandstrom discloses a molded disc-shaped 
product (Fig. 1), and thus anticipates claim 10. 

4. Applicant's arguments filed 06 March 2006 have been fully 
considered but they are not persuasive. 
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With respect to the rejection in view of JP '626, Applicant 
argues that the reference fails to disclose the cooling capacity 
of the medium flow passage of the stamper-side member to be 
lower on the outer peripheral edge of the disc shaped member 
than the cooling capacity of the medium flow passage of the 
outer peripher of the non-stamper disc-shaped member. 

As described above, JP x 626 clearly shows the insulating 
member (13) to be formed as such to be substantially thicker 
along the outer peripheral portion of the stamper side disc 
shaped member than on the inner portion. Moreover, while JP 
'626 disloses an identical cooling passage configuration in the 
non-stamper disc-shaped member, JP '626 non does not disclose a 
heat insulating member to be provided on the non-stamper disc- 
shaped member (see Fig. 2) . As such, the thicker insulating 
provided on the stamper side must inherently act to block heat 
flow more so along the outer periphery of the stamper side than 
on the non-moving side. Thus, the cooling capacity of the 
medium flow passage of the stamper- side disc shape member must 
be lower along the outer periphery due to the presence of the 
thicker heat insulating member as compared to the non stamper- 
side disc shaped member does not have any heat insulating member 
at all. 
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It is noted that Applicant's arguments do not appear to 
address the rejection with respect to claim 10. Assuming that 
Applicant was able to distinguish the apparatus claims of the 
instant application from the cited prior art, claim 10 would 
still be anticipated by both JP '626 and Sandstrom. See the 
discussion above with respect to the product -by-process form of 
claim 10, and the patentability of such a claim. 

5. Claims 3-7, 9 and 13 are objected to as being dependent 
upon a rejected base claim, but would be allowable if rewritten 
in independent form including all of the limitations of the base 
claim and any intervening claims. 

6. Applicants amendment adding new claims necessitated the 
new grounds of rejection presented in this Office Action with 
respect to the new claims. Accordingly, THIS ACTION IS MADE 
FINAL . See MPEP § 706.07(a). Applicant is reminded of the 
extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this 
action. In the event a first reply is filed within TWO MONTHS 
of the mailing date of this final action and the advisory action 
is not mailed until after the end of the THREE-MONTH shortened 
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statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated 
from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than 
SIX MONTHS from the date of this final action. 

7. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Donald 
Heckenberg whose telephone number is (571) 272-1131. The 
examiner can normally be reached on Monday through Friday from 
9:30 A.M. to 6:00 P.M. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Dr. Yogendra Gupta, can 
be reached at (571) 272-1316. The official fax phone number for 
the organization where this application or proceeding is 
assigned is (571) 273-8300. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
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see <<http://pair-direct.uspto.gov>>. Should you have questions 
on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at (866) 217-9197 (toll-free) . 
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